IN THE UNITED STATES FATENT ANB TRABEiVIARK OFFICE 



Applfl. No. 
Applicant 
Filed 



10/698,796 
POUK, Nareak 
October 20. 2003 
3738 

PRONE, Christopher 



Confjrraatioft No,: 



1735 



TC/A.U. 
Exaininer 



Docket No. 
Customer Ho. 
Title 



PI7(:)4 
28390 

Control Apparatus for Actuating an Elongate Medicai Shaft 



Mail Stop AF 
Comrnissionef for Patents 
P.O. Box 1.450 
Alexandria, VA 22313-1450 



ON APPEAL TO THE BOAIO) OF PATENT APPEALS ANB INTER FERENCES 



The appellant appeals the rejection of Claims t-8 and 10-13 in the above-captioned 
application. These claims, as they appear in the Listing of Claims on pages 2-6 of the 
/Amendment filed on August 2, 2006, were rejected in the Final Office Action dated October 13, 
2006. 

The following Afgun>enf.s, beginmng on page two (2), accompany the attached Pre- 
Appeal Brief Request for Review. No Amendments are being filed with these Arguments. 



ARGUMENTS AC'COMPANYiNG 
PRE-APPEA L BKIEF REQUEST FOR REVIEW 



Sir. 
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.^jjpiication Ho, 10/! 16,238 
Argtsmefit Diued; fX'Ccmber 8, 2006 



ARGUMENTS 

35 V\S.C MOlRmeciiom 

I« the Final Office Action mailed October 13, 2006, daims 1-8 and 10-13 stand rejected 
as being anticipated by VS. Fatent No. 96^80 to Bull. Appellant avers tJiat eklms 1-8 and 10- 
13 are not properly rejected because the rejection has failed to point out, svithin the four corners 
of the reference, one or more essential elements needed for a prima facie rejection luuier 35 
U.S.C. § 102. 

Tiw Bull Patent 

A.S discussed at pages 7-8 in the Amendment filed August 2, 2006, Bull fails to disclose, 
inter alia, "an acluator assembly having first and second spaced-apart jaws adapted for releasably 
gripping the sliaft," as required, in part, by claim 1, The rejections mailed on May 24, 2006 and 
October 13, 2006 boti^ argue ih-dt Bull's dogs I,, I.- correspond to the required jaws, and that 
lifting bar D corresponds to tJic required shaft. The latter of tlie two rejections states that 'it is 
abundantly clear from figures 1 and 2 that the Jaws engage and release the shaft.'' Sec Office 
Action mailed October 13, 2006^ at page 3, line 2. Appellant avers that reliance on drawing 
figures alone is an improper basis for characterizing a reference, especiaity when the written 
description is contrary to the rejection's characterisiation of the reference. Portions of Bitirs 
FIGS. 1 and 2 are provided below for convenience. 




Bull FIG. 1 (partial) 
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AppiiCaticxs No. iOf .116,238 
Argunieiit Dsteti; i)eceTt!i)er 2006 




Bull BG. 2 (partial) 



AUhQugh FIGS. 1 ami 2 illustrate the upper ends of dogs h sometimes {ouching the 
lifting bar D, nowhere does Bull teach that dogs L "grip" bar D. Dogs L, L are not adapicd in 
any way to act as gripping jaws, and, indeed such an adaptation would prevent Bulf s mverttion 
from operaUng as described- 
Bull explains that the weight of bar D rests upo« pin e, which is mounted between chucks 
H and K. of operating lever G. See column 1, paragraph 8 and colunjn 2, paragraph 5. txver G is 
alternately operated as a first class lever when poshed down, or as a second class lever when 
pushing up. When lever G moves in either direction, bar D is raised by pin e, which moves 
verticaUy with respect to one of fulcrum pins c, c. As bar D rises, it must move, or slide witii 
respect to the dog L that is under load via fulcrum pin c If dogs U were to grip bar D, as 
supposed in the rejection, then Bull's lifting jack could not lift anything. Thus* dogs l.>, f, cannot 
be considered to be adapted for "reieasably gripping" bar D, as required in part by claim 1. 
Claims 2-8 and 10 depend directly or indirectly from claim I and are patentable for the same 
reasons argued above with respect to claim 1 , 

Regarding claim 11, as discussed further at pages 7-8 in the Amendment filed August 2, 
2(K)6, Bull fails to disclose, inter alia "first and second spaced-apart ja^vs defining m\ opeiiing 
therebetween for receiving and reieasably gripping said medical shaft" as required by claim 11, 
in part. As argued above with i-espect to claim h Bull does t>ot teach any elements corresponding 
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lo the Ihsl mui second spaced-apart jaws defining an opening thtjre between kn teceiving and 
releasabiy gripping a shaft Thus, Bull tails to disclose ail the elements of cUuni 1 1. Clatras 12 
and 13 depend directly or indirectly from daim 1 1 and are patentable for the .same reasons ui-gued 
above with resj>ect to claim 11. 

Uk ) }k.ctum ilsoi,bu tLw s BuU is di^t losn)<' inotlKT fnp'iin s tn ' th t is 
\<.o Stt OUkc VtuH inaiUdCXtohv _U()6 tidoimtoil pu (Tiph Uk nh 
i.Kni ul b u Buii (s uu\<,o 5)f < ^ t) in^ > >s d tut.t i ntk{)iis\ \ n u eIk i>ot 1 1 s of (ht. 
hiting ]Ai k S^c i IG 2 dbos c Appellant LuK lo corapichtnd hem hr xcv, b urn be toijsideietl to 
relate to the spaced-apart jaws dawned m the application. 

In viev*- oi the ab<,>x l nmmv nt' th^ rejection's mtschardcten/ation of the tctcrence is 
untenable as <* b^sis toj ir t.un'> < nfu tr "Jon of tlic claims under U S C §102 Tht rejection 
has tailed to point out o'K { r f lon t.ssai!ni 1 1 ? tj ^■^ lu t a* d tui j p tm tk! (.{l'soo x ui 
dttti Uor fi>s(.mbh h a g Insi md second spavul apart juss <}{iapted iv)r Ut<'s<jbh gnppmg 
shaft," Therefore , Appellants request that the rejection of claims 1-8 atid 10- 13 under 35 U*S.C 
§ 102(b) be reversed. 

Respectfully submitted, 

/James F. Critten den, Reg . No. 39,56() / 

James F. Crittenden 

Registration No. 39,56{) 

Agent for Applicant 

Customer No, 28,390 

Telephone: 978.739.3075 (Eastern Time) 

Medtronic Vascular, inc. 
3576 Unocal Place 
Santa Rosa, CA954<B 
Facsimile No.: (707) 543-5420 
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